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earned patent term adjustment. See 37 CFR 1 .704(b). 
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Detailed Action 

This Office action follows a reply filed on 12/23/2009. Per the reply, claims 3, 4 
and 6 have been amended. Claims 1-22 remain pending; claims 19-22 stand withdrawn 
from further consideration pursuant to the restriction requirement of 06/03/2009. 

The amendments made to claims 3, 4 and 6 have resulted in withdrawal of the 
informality objection and the rejections under Section 1 12, 2d paragraph, as set out in 
the last action. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1-7 and 10-18 stand rejected under 35 U.S.C. 103(a) as being 
unpatentable over WO 2005/019277 A1 (all reference thereto being to the 
corresponding English language equivalent, US 2007/0123667 A1 to Oshima et al). 

The rejection is maintained substantially as set forth in the previous Office action 
(see pp. 4-5 thereof) and for the reasons which follow. 

Applicants' arguments filed 12/23/2009 have been fully considered but are not 
persuasive of error in the repeated rejection. 

Applicants contend that WO '277 does not constitute valid prior art against the 
present application because, it is argued, the effective filing date of the present 
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application is July 7, 2004, which is earlier than the publication date of WO '277 (March 
3, 2005), and WO '277 does not have a 35 U.S.C. 1 02(e)(1 ) date (Reply, pp. 1 0-1 1 ). In 
support of the priority claim, applicants have submitted a certified translation of Korean 
Application No. KR 10-2004-0052612, filed July 7, 2004, to which the present 
application claims priority via a PCT national stage application. 

To respond: the claims in a U.S. application are entitled to the benefit of a foreign 
priority date if the corresponding foreign application supports the claims in the manner 
required by 35 USC 112, first paragraph (see MPEP 2163.03(111)). Instantly, applicants 
have not alleged, much less shown, that the priority application supports the full scope 
of the invention as claimed in the present application. Upon review of the certified 
translation, examiner finds that at least claims 1 , 4 and 5 hereof contain considerable 
subject matter which is not described, expressly or implicitly, in the priority application. 
In particular, claim 1 recites a procatalyst represented by formula (1): 



where X is a hetero atom selected from S, O arid N; 

Ri is -CH-CHR 20 , -OR 20 , -SR 20 , -N(R 2 °h 5 -N-NR 2 *, ~P(R 2 °k -C(0)R* ~C(R 2 VnR^ * 
C(0)OR 2t ; OCCOpR* -OC(0)R 2!) s ~e(R 2 VCHC{0}R 20 , -R 2, C(O)R 20 :I -R 2, C{0)OR 20 or - 
R 2l OC(0)R 2 °, in which R 20 is a hydrogen, a halogen, a linear or branched Ci-s aikyl, a linear or 
branched Ci-s haloalkyt, a linear or branched C M a cyctoaikyi, a linear or brasiched Ct.% alkenyl, a 
linear or branched Cts haloalkenyl f or an optionally substituted C?^ aralkyi, and R 2i is a C\j® 
hydrocarbyJene; 




P 



CO 
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To the extent the recited formula embraces procatalysts wherein "p" is 1 or 2 and 
Ri is selected from any of the enumerated chemical species, claim 1 literally reads on 
subject matter for which written description is not provided in the priority document 
(based on the content of the certified translation). 

Claim 1 further recites a cocatalyst represented by a formula (2): [(Rs)-P- 
(R 4 ) a (R4)b[Z(R 5 )d]c][Ani] wherein R 3 is a hydrogen, an alkyl, or an aryl. The priority 
document describes a formula (2) containing an H-P- moiety and does describe the 
embodiments of the present invention wherein R 3 is an alkyl or an aryl (cf., certified 
translation at page 7, lines 8-10). 

Similarly, regarding claims 4 and 5, examiner finds no adequate support in the 
priority document for the claimed features of a group 10 metal compound represented 
by recited formula (4) and a palladium compound represented by recited formula (5), 
respectively. Indeed, the most relevant portions of the priority document concerning 
procatalyst structure and composition (see, certified translation at page 6, line 25 to 
page 7, line 7 and pp. 24-25) fail to specifically describe either of said claimed formulae. 

Because the foreign priority document does not provide written description of the 
entire subject matter set forth in the present claims, as required by Section 112, first 
paragraph, examiner finds that claims 1-18 have an effective filing date as of the 
07/05/2005 filing date of the international stage application, and not as of the filing date 
of the foreign priority application. Accordingly, applicants have not antedated WO '277, 
which was published (03/03/2005) prior to the international filing date. The continued 
rejection over WO '277 is therefore maintained as tenable. 
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Claims 8 and 9 stand objected to as being dependent on a rejected base claim, 
but would be allowable if rewritten in independent form including all the limitations of 
the base claim and any intervening claim. The claimed embodiments wherein the 
catalyst mixture is supported on an inorganic support are not disclosed nor adequately 
suggested in the available prior art. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Examiner F. M. Teskin whose telephone number is 
(571 ) 272-1 1 16. The examiner can normally be reached on Monday through Thursday 
from 7:00 AM - 4:30 PM, and can also be reached on alternate Fridays. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu, can be reached on (571) 272-1 114. The appropriate fax phone 
number for the organization where this application or proceeding is assigned is (571) 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see <http://pair-direct.uspto.gov> . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Fred M Teskin/ 

Primary Examiner, Art Unit 1796 
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